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PART II 
TABULATION —CONFUSING SIMILARITY FOUND 


Editor’s Note: In this section, as well as that of Tabulation— No Confusing 
Similarity Found, which follows, the first mark before the “versus” will be the 
prior mark and the mark after the versus will be the later mark. Each section 
will be divided in three parts: Courts, Court of Appeals for the Federal Circuit 
and Trademark Trial and Appeal Board. Also, at the end of some cases will 
be a C or O in brackets which represents Cancellation and Opposition Proceed- 
ings. 


COURTS 


1-800 CALL ATT v. 1-800 ATT INET both alphanumeric telephone 


numbers, AT&T Corp. v. Synet Inc., 45 USPQ2d 1656, ND Il, 
2/11/97 


ALPHA both for jackets, Alpha Industries Inc. v. Alpha Sportswear Ltd., 
48 USPQ 1448, ED Va, 8/13/98 


APRS both for attorneys’ services business, Attorneys’ Process & 
Research Service, Inc. v. American Process and Research Corp., 48 
USPQ2d 1703, NY Sup Ct, 5/26/98 


ARBOR ULTRA LACTOSE and trade dress v. LACTAID ULTRA and 
trade dress for packaging for digestive aid for lactose intolerant 


persons, McNeil-PPC Inc. v. Guardian Drug Co., 45 USPQ2d 1437, 
ED Mich, 11/10/97 


ARCHADECK for a franchise and products, U.S. Structures Inc. v. J.P. 
Structures Inc., 45 USPQ2d 1027, CA 6, 12/3/97 


THE BEATLES for music v. THE BEATLES for pin-on buttons, Apple 
Corps. Ltd. v. Button Master, 47 USPQ2d 1236, ED Pa, 3/19/98 


CERRUTI and CERRUTIUSA v. CERRUTI and “‘cerrutiusa.com’” for sale 


of clothing, fabrics and accessories, Cerruti 1881 S.A. v. Cerruti Inc., 
45 USPQ2d 1957, SDNY, 1/5/98 


COHIBA both for cigars, General Cigar Co., Inc. v. G.D.M., Inc., 45 
USPQ2d 1481, SDNY, 12/18/97 


“Denim Day” for charitable fund raising, Reins of Life Inc. v. Vanity 
Fair Corp., 45 USPQ2d 1854, ND Ind, 10/8/97 


Design and trade dress of neo-Georgian doorknobs both for doorknobs, 


PE. Guerin Inc. v. Nanz Custom Hardware Inc., 45 USPQ 1524, 
SDNY, 12/16/97 
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DREAMWERKS for organizing conventions directed to Star Trek fans v. 
DREAMWORKS for film studio, Dreamwerks Production Group, 
Inc. v. SKG Studio, 46 USPQ2d 1561, CA 9, 4/21/98 


ELVIS PRESLEY for wide variety of products in the music, television 
and movie industries, tee shirts, hats, family oriented restaurant 
and ice cream parlor v. THE VELVET ELVIS for bar, Elvis Presley 
Enterprises, Inc. v. Capece, 46 USPQ2d 1737, CA 5, 5/7/98 


“G” mark design back for watches, Severin Montres Ltd. v. Yidah Watch 
Co., 45 USPQ2d 1350, CD Calif, 11/26/97 and 12/29/97 


GODZILLA fictional character for motion picture, toys, clothing, books, 
games, records, posters and other items, including “The Official 
Godzilla Compendium” book v. GODZILLA for compendium book, 
Toho Co. v. William Morrow & Co., 46 USPQ2d 1801, CD Calif, 
4/6/98 


Golf clubs and trade dress for golf products, Pinetracker Golf Inc. v. U.S., 
45 USPQ2d 1627, WD Wash, 10/16/97 


Golf course trade dress and related marks (PINEHURST, PEBBLE 
BEACH, HARBOUR TOWN), Pebble Beach Co. v. Tour 18 I Ltd., 48 
USPQ2d 1065, CA 5, 9/14/98 


HARLEY-DAVIDSON both for motorcycles, H-D Michigan, Inc. v. Biker’s 
Dream, Inc., 48 USPQ 1108, CD Calif, 7/28/98 


HOMETOWN PROUD v. HOMETOWN GROCERS both for retail 
grocery store services, IGA Inc. v. Hometown Grocers Inc., 45 
USPQ2d 1785, WD Mo, 7/21/97 


HOTMAIL for electronic mail services, Hotmail Corp. v. Van$ Money Pie 
Inc., 47 USPQ2d 1020, ND Calif, 4/16/98 


JAVA COMPATIBLE both for computer software, Sun Microsystems Inc. 
v. Microsoft Corp., 46 USPQ2d 1531, ND Calif, 3/24/98 


JEWS FOR JESUS for religious group v. JEWSFORJESUS.COM and 
JEWSFORJESUS.ORG domain names containing anti “jews for 


oo postings, Jews for Jesus v. Brodsky, 46 USPQ2d 1652, D NJ, 
98 


LEXINGTON for financial services, Lexington Management Corp. v. 
Lexington Capital Partners, 47 USPQ2d 1558, SDNY, 2/27/98 


OTOKOYMA v. MATSU OTOKOYAMA both for sake, Otokoyama Co. 


Ltd. v. Wine of Japan Import Inc., 45 USPQ2d 1194, SDNY, 
11/14/97 
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PINEHURST v. PINEHURST NATIONAL both for resort and golf 
services, Resorts of Pinehurst Inc. v. Pinehurst National Corp., 47 
USPQ2d 1465, CA 4, 7/15/98 


POST-IT for stationery notes and paper products v. POST-IT.COM (and 
variations) for internet domain name, Minnesota Mining and 
Manufacturing Co. v. Taylor, 48 USPQ2d 1701, D Minn, 8/6/98 


Purses, cosmetic bags, backpacks and other childrens’ products trade 
dress and associated word and design marks (including HELLO 
KITTY, MY MELODY, LITTLE TWIN STARS, and others), Sanrio 
Co. Ltd. v. Ann Arctic Inc., 48 USPQ2d 1429, EDNY, 5/13/98 


ROARY both for bean-bag toy lion, Imperial Toy Corp. v. Ty Inc., 48 
USPQ2d 1299, ND Ill, 9/8/98 


ROY ROGERS both for restaurants, Pappan Enterprises, Inc. v. Hardee’s 
Food Systems, Inc., 46 USPQ2d 1769, CA 3, 5/13/98 


SAFETY CAN trade dress v. PERFECT CAN trade dress both for can 


openers, Telebrands Corp. v. E. Mishan & Sons, 46 USPQ2d 1493, 
SDNY, 5/5/97 


SCREAM v. FROM THE CREATOR OF SCREAM both for motion 
picture, Miramax Films Corp. v. Columbia Pictures Entertainment 
Inc., 46 USPQ2d 1130, SDNY, 3/5/98 


SECURACOMM v. SECURACOM both for security systems consulting 
services, SecuraComm Consulting Inc. v. SecuraCom Inc., 45 
USPQ2d 1576, D NJ, 11/21/97 


ST. LOUIS RAMS for clothing, sports equipment, paper goods, and 
entertainment services v. ST. LOUIS RAMS for clothing and sports- 
related comic books, books, cartoons, trading cards and videotapes, 


Johnny Blastoff Inc. v. Los Angeles Rams Football Co., 48 USPQ2d 
1385, WD Wisc, 6/24/98 


SUGARBUSTERS for diet books v. SUGAR BUST for cookbook, Sugar 
Busters L.L.C. v. Brennan, 48 USPQ2d 1511, ED La, 9/22/98 


SUNAMERICA v. SUN LIFE both for insurance and financial services, 


Sun Life Assurance Co. of Canada v. SunAmerica Inc., 45 USPQ2d 
1621, ND Ga, 12/23/97 


TOP PRODUCER v. SUPER PRODUCER for computer software 
programs, Top Producer Systems Inc. v. Software Sciences Ltd., 45 
USPQ2d 1860, D Ore, 12/12/97 


TOYS “R” US v. TOYSAREUS.COM for children’s toys and other items, 
Toys “R” Us Inc. v. Abir, 45 USPQ2d 1944, SDNY, 12/19/97 
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Trade dress and Rabbit Head design for use on magazines and a variety 
of consumer goods, including clothing, hats, patches and pens v. 
trade dress and Rabbit Head design for hats, cloth patches, etc., 
Playboy Enterprises Inc. v. Chen, 45 USPQ2d 1400, CD Calif, 
10/1/97 


Trade dress and surgical and other medical instruments and products, 
United States Surgical Corp. v. Orris, Inc., 45 USPQ2d 1125, D Kan, 
10/9/97 


Trade dress of tool, Leatherman Tool Group Inc. v. Cooper Industries 
Inc., 47 USPQ2d 1045, D Ore,11/17/97; attorneys’ fees and costs 
granted, 47 USPQ2d 1049, D Ore, 3/5/98 


Trade dress for “Yield” label for jeans, Guess? Inc. v. Tres Hermanos, 45 
USPQ2d 1179, CD Calif, 11/25/97 


Universal for golf club straightening machines, Riggs Marketing Inc. v. 
Mitchell, 45 USPQ2d 1247, D Nev, 9/24/97 


VERA WANG and VW for wedding dresses, V.E.W. Ltd. v. Karla Hour 
Couture, 47 USPQ2d 1060, ND Calif, 12/16/97 


TRADEMARK TRIAL AND APPEAL BOARD 


LIFE marks for emergency oxygen equipment v. LIFE MASK for cardiac 
pulmonary resuscitation masks, Life Corp. v. Carefree Trading 
Corp., 47 USPQ2d 1151, TTAB, 4/9/98 [C] 


PENGUIN and Penguin design for books and computer programs v. 
Penguin design for computer programs, Penguin Books Ltd. v. 
Eberhard, 48 USPQ2d 1280, TTAB, 4/27/98 [O] [C] 


SHRIMP ROYALE for packaged cooked meal consisting of fried shrimp, 
potatoes, and sauce v. SEAFOOD ROYALE for uncooked crab-based 
frozen seafood blend, In re Southern Belle Frozen Foods, Inc., 48 
USPQ2d 1849, TTAB, 10/20/98 


UNCLE BEN’S for food products v. BEN’S BREAD for bread mixes, 
Uncle Ben’s Inc. v. Stubenberg International Inc., 47 USPQ2d 1310, 
TTAB, 5/28/98 


NO CONFUSING SIMILARITY FOUND 


COURTS 


BARBIE for dolls v. BARBIE GIRL for song, Mattel Inc. v. MCA Records, 
Inc., 46 USPQ2d 1407, CD Calif, 2/18/98 
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BATHERAPY v. DEAD SEA SALT BATH THERAPY both for mineral 
salt bath products, Para Laboratories, Inc. v. Better Botanicals, Inc., 
EDNY, 48 USPQ2d 1050, 5/6/98 


CDS for commercial documentation services v. CDS.COM for 
manufacture of compact discs, CD Solutions Inc. v. Tooker, 47 
USPQ2d 1756, D Ore, 4/22/98 


Children’s indoor, soft-play products trade dress, Children’s Factory, Inc. 
v. Benee’s Toys, Inc., 48 USPQ2d 1826, CA 8, 11/17/98 


DCI for computer services v. Stylized “d,” “c’ and “i” for computer 
software, Data Concepts Inc. v. Digital Consulting Inc., 47 USPQ2d 
1672, CA 6, 8/5/98 


Dinosaur trade dress (parody of BARNEY), Lyons Partnership L.P. v. 
Giannoulas, 48 USPQ2d 1759, ND Tex, 7/29/98 


DONOHUE & ASSOCIATES trade name, Rust Environment & Infra- 
structure Inc. v. Teunissen, 45 USPQ2d 1187, CA 7, 12/11/97 


EARLY LITERACY INTERVENTION for teacher training program v. 
“early literacy” and “early intervention” for literacy instruction 
seminar, Walker v. Klein, 47 USPQ2d 1649, SD Calif, 4/3/98 


EPIX.COM website promoting ‘Rocky Horror Picture Show” v. EPIX for 
circuit boards and computer programs, Interstellar Starship Services 
Ltd. v. Epix, Inc., 45 USPQ2d 1304, D Ore, 11/20/97 


Exercise stretch straps trade dress, Dean v. Simmons, 48 USPQ2d 1475, 
D Vt, 10/2/98 


“Family” trade dress for novelty items, Regal Jewelry Co. v. Kingsbridge 
International Inc., 47 USPQ2d 1074, SDNY, 3/23/98 


“Fashion Café” for restaurant services and clothing, Buti v. Impressa 
Perosa S.R.L., 45 USPQ2d 1985, CA 2, 2/24/98 


FIRST NATIONAL BANK IN SIOUX FALLS v. FIRST NATIONAL 
BANK SOUTH DAKOTA both for banking services, First National 
Bank in Sioux Falls v. First National Bank South Dakota, 47 
USPQ2d 1847, CA 8, 8/21/98 


FRANKLIN CREDIT for investment financial services v. FRANKLIN 
RESOURCES for mutual funds, Franklin Resources Inc. v. Franklin 
Credit Management Corp., 45 USPQ2d 1872, SDNY, 12/17/97 


Grape leaf designs for wine, Kendall-Jackson Winery Ltd. v. E & J Gallo 
Winery, 47 USPQ2d 1332, CA 9, 7/8/98 
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HEARTSPRINGS for books, pamphlets and educational materials 
designed to teach children to resolve conflicts nonviolently v. 
HEARTSPRINGS for school in which physically disabled children 
are taught basic life skills, Heartsprings, Inc. v. Heartsprings Inc., 
46 USPQ2d 1481, CA 10, 4/20/98 


Jigsaw puzzle pieces trade dress both for picture frames, Ann Howard 


Designs L.P. v. Southern Frills Inc., 46 USPQ2d 1784, SDNY, 
2/18/98 


LEGIONAIRE for veterans organization v. THE LEGIONARE for hats, 
American Legion v. Matthew, 46 USPQ2d 1733, CA 7, 5/15/98 


“Lucent” for trade names, Lucent Information Management Inc. v. 
Lucent Technologies Inc., 45 USPQ2d 1019, D Del, 11/5/97 


Major League Baseball Teams’ trade dress and logos for uniforms v. 
Major League Baseball Teams’ trade dress and logos for trading 
cards, Major League Baseball Properties, Inc. v. Pacific Trading 
Cards, Inc., 48 USTQ 1944, SDNY, 5/14/98 


Named inventor of patents, Laube v. KM Europa Metal AG, 47 USPQ2d 
1058, SDNY, 3/27/98 


OGGETTI for distribution of furniture v. BELLOGGETTI for black 
tempered glass furniture, Frehling Enterprises Inc. v. International 
Select Group Inc., 45 USPQ2d 1750, SD Fla, 12/30/97 


Photograph of sculpture, Leigh v. Warner Bros., 48 USPQ2d 1172, SD 
Ga, 6/22/98 


PLAYBOY, “Bunny” and Rabbit Head for various products v. 
PLAYBOY, “Bunny” and Rabbit Head for hard-core pornography 


website, Playboy Enterprises Inc. v. Webbworld Inc., 45 USPQ2d 
1641, ND Tex, 12/11/97 


PLAYBOY and PLAYMATE for model, Playboy Enterprises Inc. v. 
Welles, 47 USPQ2d 1186, SD Calif, 5/21/98 


ROCK N’ ROLL HALL OF FAME for museum v. poster of Rock N’ Roll 
Hall of Fame museum, Rock and Roll Hall of Fame and Museum 
Inc. v. Gentile Productions, 45 USPQ2d 1412, CA 6, 1/2/98 


Side-cutting, hand-held can openers, Telebrands Corp. v. The Media 
Group Inc., 45 USPQ2d 1342, SDNY, 12/23/97 


Spherical trade dress for hair brush, DCNL Inc. v. Almar Sales Co., 47 
USPQ2d 1406, ND Calif, 12/22/97 
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“Stealth” for computers and computer-related goods v. “Stealth” mark 
for metal alloys, sporting equipment, paint, comic books and other 
goods, S Industries Inc. v. Diamond Multimedia Systems Inc., 45 
USPQ2d 1705, ND Ill, 1/20/98 


STREETWISE v. STREET SMART both for street maps, Streetwise 
Maps, Inc. v. VanDam, Inc., 48 USPQ2d 1503, CA 2, 10/27/98 


TECHNOLOGY: JOURNAL OF ADVANCED SCIENCE AND 
ENGINEERING v. INTERNATIONAL ENVIRONMENTAL 
TECHNOLOGY AND ASIAN ENVIRONMENTAL TECHNOLOGY 
both for magazines, Adams/Green Industry Publishing Inc. v. 
International Labmate Ltd., 45 USPQ2d 1046, ND Ill, 11/12/97 


THERMA-SILK both for heat-activated hair care products, Graham Webb 
International v. Helene Curtis, Inc., 48 USPQ2d 1730, D Minn, 
6/9/98 


TORNADO and design v. Tornado design both for vacuum cleaners, 
Breuer Electric Mfg. Co. v. Hoover Co., 48 USPQ2d 1705, ND III, 
7/23/98 


TOTALLY NUTS both for ice cream, Southern Foods Group L.P. v. Ben 
& Jerry’s Homemade, Inc., 48 USPQ2d 1220, D Utah, 8/24/98 


Trade dress and character washable markers, EK Success Ltd. v. Binney 
& Smith Inc., 45 USPQ2d 1380, SDNY, 12/2/97 


Trade dress and colored or rainbow bands for use on guide books, Casa 


Editrice Bonechi S.R.L. v. Irving Weisdorf & Co., 45 USPQ2d 1360, 
SDNY, 12/2/97 


Trade dress of portable telephone, Motorola Inc. v. Qualcomm Inc., 45 
USPQ 1558, SD Calif, 4/24/97 


Trade dress and “rays” in it for cellular phone, Primeco Personal 
Communications v. BellSouth Cellular Group, 45 USPQ2d 1639, ED 
La, 12/1/97 


COURT OF APPEALS FOR THE FEDERAL CIRCUIT 


CRISTAL for champagne v. CRYSTAL CREEK for wine, Champagne 


Louis Roederer S.A. v. Delicato Vineyards, 47 USPQ2d 1459, CAFC, 
7/16/98 


JUICE CONTAINER trade dress, Continental Plastic Containers Inc. v. 


Owens-Brockway Plastic Products, Inc., 46 USPQ2d 1277, CAFC, 
3/31/98 
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TRADEMARK TRIAL AND APPEAL BOARD 


BREWSKI BROTHER for sportswear v. BREWSKY’S for bar services, 


Brewski Beer Co. v. Brewski Brothers, Inc., 47 USPQ2d 1281, 
TTAB, 5/28/98 [C] 


DIGIRAY electronic digital x-ray system v. DIGIRAD solid state gamma 


radiation sensors, In re Digirad Corp., 45 USPQ2d 1841, TTAB, 
1/23/98 


HARD ROCK CAFE for clothing, key rings, jewelry, and restaurant and 
take out food services v. COUNTRY ROCK CAFE for jewelry, 
beverage glasssware, clothing and restaurant and nightclub services, 


Hard Rock Cafe Licensing Corp. v Elsea, 48 USPQ2d 1400, TTAB, 
6/11/98 [O] 


MIGHTY MOUSE for cartoon character and licensed merchandise v. MY- 
T-MOUSE and design for computer software which enables the user 
to type by making selections from an on-screen keyboard with a 


computer mouse, Viacom International Inc. v. Komm, 46 USPQ2d 
1233, TTAB, 2/5/98 [O] 
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DILUTION FOUND 


Editor’s Note: In each section which follows, the first mark before the 
“versus” will be the allegedly earlier mark and the mark after the versus will 
be the allegedly diluting mark. Each section will be divided in two parts: Trial 
Courts and Appellate Courts (both including federal and state jurisdictions). 
When only state dilution acts are involved, the expression “‘state law only” is 
used. 


TRIAL COURTS 


AOL for online products and services v. AOL.COM as a header in junk 
e-mail messages, America Online, Inc. v. IMS, 24 F Supp2d 548, 48 
USPQ2d 1857, ED Va, 10/29,98; plaintiff's motion for summary 
judgment granted 


AVERY and DENNISON for office products v. AVERY.NET and 
DENNISON.NET as domain names and e-mail addresses, Avery 


Dennison Corp. v. Sumpton, 999 F Supp 1337, 46 USPQ2d 1852, CD 
Calif, 3/16/98 


DAIRY QUEEN for retail outlets selling frozen dairy products and other 
food v. DAIRY QUEENS for the title of a movie, American Dairy 
Queen Corp. v. New Line Productions, Inc., 1998 WL 915449, D 
Minn, 12/22/98; plaintiff's motion for preliminary injunction granted 


EAGLE for trucks v. AMERICAN LA FRANCE EAGLE, AMERICAN 
LA FRANCE plus bird design and EAGLE for fire truck chassis, 
Navistar International Transportation Corp. v. Freightliner Corp., 
1998 WL 786388, 49 USPQ2d 1116, ND III, 11/6/98; no reconsidera- 
tion of denial of defendant’s motion for summary judgment as to 
plaintiffs dilution claim 


HOTMAIL for online services and domain name v. HOTMAIL.COM for 
a return address on spam e-mails, Hotmail Corp. v. Van$ Money Pie 
Inc., 1998 WL 388389, 47 USPQ2d 1020, ND Calif, 4/16/98; plain- 
tiffs motion for preliminary injunction granted 


INTERMATIC.COM v. INTERMATIC.COM both for internet domain 
name, Intermatic Inc. v. Toeppen, 1998 WL 102702, ND IIl, 2/28/98; 
defendant’s motion in limine to exclude evidence of actions prior to 
enactment of Federal Trademark Dilution Act denied 


PIRELLI and ARMSTRONG v. unauthorized use of PIRELLI and 
ARMSTRONG all for tires, Pirelli Armstrong Tire Corp. v. Titan 
Tire Corp., 4 F Supp2d 794, CD IIl, 4/24/98 
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POLO for a wide variety of goods including clothing v. POLO for an 
adult entertainment establishment, Polo Ralph Lauren L.P. v. 
Schuman, 1998 WL 110059, 46 USPQ2d 1046, SD Tex, 2/9/98; plain- 
tiffs motion for preliminary injunction and monetary damages 
granted 


POST-IT for paper products v. POST-IT.COM, POST-ITS.COM and 
IPOST-IT.COM for internet domain name, Minnesota Mining and 
Mfg. Co. v. Taylor, 21 F Supp2d 1003, 48 USPQ2d 1701, D Minn, 
8/6/98; plaintiff's motion for preliminary injunction granted 


APPELLATE COURTS 


PANAVISION and PANAFLEX for motion picture camera equipment v. 
PANAVISION.COM as a domain name, Panavision International, 
L.P. v. Toeppen, 141 F3d 1316, 46 USPQ2d 1511, 98 Cal Daily Op 
Serv 2846, 98 Daily Journal DAR 3929, CA 9, 4/17/98; holding of 
dilution affirmed 


NO DILUTION FOUND 


TRIAL COURTS 


BLACK & YELLOW color scheme for power tools, Black & Decker (U.S.) 
Inc. v. Pro-Tech Power Inc., 26 F Supp2d 834, ED Va, 11/16/98; no 
retroactive application of dilution statute allowed 


BONGO for clothing v. BONGO’S CUBAN CAFE for restaurant services, 
Michael Caruso and Co., Inc. v. Estefan Enterprises, Inc., 994 F 


Supp 1454, SD Fla, 2/12/98; plaintiff's motion for preliminary injunc- 
tion denied 


Design of an emblem as a certification mark for occupational therapists, 
National Board for Certification in Occupational Therapy, Inc. v. 
American Occupational Therapy Assn., 24 F Supp2d 494, D Md, 
9/30/98; motion for summary judgment denied 


DIANA PRINCESS OF WALES and DIANA PRINCESS OF WALES 
MEMORIAL FUND for memorabilia and fund raising services v. 
DIANA, FOREVER A PRINCESS; DIANA, QUEEN OF OUR 
HEARTS; DIANA, ANGEL OF MERCY; DIANA, THE PEOPLES’ 
PRINCESS and several other variations of Princess Diana’s name 
and likeness for jewelry, plates, sculptures and dolls, Cairns v. 
Franklin Mint Co., 24 F Supp2d 1013, CD Calif, 10/16/98; plaintiffs 
motion for preliminary injunction denied 
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EBONY for magazines and various other publications and goods v. 
EBONY VISIONS for collectibles especially figurines and sculp- 
tures, Johnson Publishing Co., Inc. v. Willitts Designs International, 
Inc., 1998 WL 341618, ND Ill, 6/25/98; plaintiff's motion for 
preliminary injunction denied 


PLAYBOY, PLAYMATE, PLAYMATE OF THE MONTH, and 
PLAYMATE OF THE YEAR, for magazines, cable and television 
programming, internet domain names, and various goods and 
services v. TERRI WELLS-PLAYMATE OF THE YEAR 1981 and 
PMOY ’81 as a website heading, title of a link page and watermark 
background on web pages and PLAYBOY and PLAYMATE as 
metatags, Playboy Enterprises, Inc. v. Welles, 7 F Supp2d 1098, 98 
Daily Journal DAR 8613, SD Calif, 5/21/98; plaintiff's request for 
preliminary injunction denied 


PRIME MEDIA for publications and related services v. PRIMEDIA for 
magazines, educational programs, reference materials, rented 
materials and as a masthead, Prime Media, Inc. v. Primedia, Inc., 
1998 WL 853016, D Kan, 11/3/98; plaintiff's motion for preliminary 
injunction denied 


STEALTH for various consumer goods v. STEALTH for computers and 
related goods, S Industries, Inc. v. Diamond Multimedia Systems, 
Inc., 991 F Supp 1012, 45 USPQ2d 1705, ND Il, 1/20/98 


APPELLATE COURTS 


BLOCKBUSTER for movie rental business v. BLOCKBUSTER for 
fireworks, Viacom Inc. v. Ingram Enterprises, Inc., 141 F3d 886, 46 
USPQ2d 1473, CA 8, 4/14/98; permanent injunction converted to 
preliminary injunction, judgment reversed in part and remanded 


K’ARSAN SUN POWDER v. TERRA BELLA POUDRE DE SOLIEL 
SUN POWDER both for a tanning agent, K’Arsan Corp. v. 
Christian Dior Perfumes, Inc., Table, Text in WESTLAW, Unpub- 
lished Disposition, 1998 WL 777987, CA 6, 10/21/98; judgment 
upheld but lower court’s analysis of dilution claim criticized 


OTHER 


TRIAL COURTS 


BEANIE BABIES for bean bag toys v. BEANIE BABIES for publications 
and products relating to Beanie Babies, Ty, Inc. v. West Highland 
Publishing, Inc., 1998 WL 698922, ND IIl, 10/5/98; plaintiff's motion 
for preliminary injunction granted on likelihood of success on 
trademark and copyright infringement claims 
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Design on tin packages v. registered design, Fossil, Inc. v. Knicks Mend- 
Rite Co., 1998 WL 158674, ND Tex, 3/25/98; in action for declar- 
atory judgment regarding dilution, defendant’s motion to dismiss or 
to transfer for lack of preliminary injunction or inappropriate venue 
denied 


GODZILLA for book title v. GODZILLA for compendium books, Toho Co., 
Ltd. v. William Morrow and Co., Inc., 1998 WL 672709, 46 USPQ2d 
1801, CD Calif, 4/6/98; plaintiff's motion for preliminary injunction 
granted based on likelihood of success on trademark and copyright 
infringement claims 


GREEN BAY PACKERS, PACKERS and AMERICA’S PACK GREEN 
BAY, USA and the color combination of green and yellow used in a 
context indicative of professional football v. GO PACK GO and 
PACK POWER on clothing, National Football League Properties, 
Inc. v. ProStyle, Inc., 16 F Supp2d 1012, ED Wisc, 7/31/98; defend- 
ant’s motion to exclude evidence related to plaintiff's dilution claim 
denied 


Marks not mentioned in this report, Mattel, Inc. v. MCA Records, Inc., 
1998 WL 685176, CD Calif, 8/3/98 


Marks not mentioned in this report, Playboy Enterprises, Inc. v. 
Asiafocus International, Inc., 1998 WL 724000, ED Va, 4/10/98; 
default judgment regarding dilution entered for plaintiff against 
defendants for $3,000,000 plus costs and attorney fees 


NO MAYO for fundraising activities and NO MAYO.ORG for internet 
domain name v. NO MAYO for organizations dedicated to express- 
ing distaste for mayonnaise consumption and NO MAYO.COM for 
internet domain name, No Mayo—San Francisco v. Memminger, 
1998 WL 544974, ND Calif, 8/20/98; defendant’s motion to dismiss 
for lack of personal jurisdiction granted 


PHEASANT RUN for resort services v. PHEASANT RUN for one- 


bedroom Hawaiian vacation rentals, Pheasant Run, Inc. v. Hutto, 
1998 WL 401545, ND Il, 7/13/98 


SUGARBUSTERS for diet books and seminars v. SUGAR BUST for 
cookbooks, Sugar Busters, L.L.C. v. Brennan, 1998 WL 661487, 48 
USPQ2d 1511, ED La, 9/22/98; plaintiff's motion for preliminary 


injunction granted based on likelihood of success on trademark 
infringement claim 


APPELLATE COURTS 


Party who wishes to establish fame of a trade dress bears a significantly 
greater burden than the burden of establishing distinctiveness. 
Furthermore, test for dilution requires an inquiry into whether 
target customers will perceive the products as essentially the same. 
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Finally, the “Sweet” factors set forth in Judge Sweet’s concurrence 
in Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., Inc., 875 
F2d 1026, 1035 (CA 2 1989) were found inappropriate in determin- 
ing whether dilution has occurred for purposes of the Federal 
Trademark Dilution Act), I.P. Lund Trading v. Kohler Co., 1998 WL 
B80477, CA 1, 12/22/98 


ROCK AND ROLL HALL OF FAME and Museum’s building design for 
a museum v. poster depicting the Museum, Rock and Roll Hall of 
Fame and Museum, Inc. v. Gentile Productions, 134 F3d 749, 45 
USPQ2d 1412, CA 6, 1/20/98; preliminary injunction in favor of 
plaintiffs vacated and case remanded for further consideration 





